M E D I A L A W 			
I N T E R NAT I O NAL ®

Shutterstock/ 138386987

The series of guides will be MLI’s most
exclusive products and an essential
reference resource for prospective clients
Media Law International will launch a
series of new publications that bring together
a collection of the industry’s most relevant
global legal issues.
The new Legal Practice Guides (LPGs) will
be dedicated to media coverage with each
LPG focussing on a given segment. The first
publication will be published in Q1 of 2018
and will specialise in music. Like all guides
in the series, the first will be practitioner-led
with a select number of collaborators.
Created in response to market feedback,
the LPGs will be exclusive products that focus
on only one practice area at a time.

Zineb Serroukh-Ouarda, Managing Editor
at MLI, said: “We are pleased to be working on
the first of the Legal Practice Guides, which
will give each segment within media due
focus. The series of guides will be separate
from the annual guide and the rankings and
is intended to highlight the most relevant
legal issues in a given market.”
She added: “Our media industry contacts
have highlighted the need for resources that
single out global developments in media sub
sectors, and corresponding legal practice
groups. We are pleased to be able to respond
to market feedback.”
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Bauer Media to
appeal A$4.5m
defamation payout
Magazine publisher Bauer Media will
appeal Australia’s largest defamation payout
of A$4.5m (£2.7 million) to Hollywood Actress
Rebel Wilson after a judge ruled that her
reputation as an ‘actress of integrity was
wrongly damaged’.
Ms Wilson was awarded record-breaking
damages in September by Supreme Court
judge John Dixon who said the defamation
case had been “unprecedented in this
country” because of its international reach.
In a series of articles published in 2015,
Bauer Media claimed that Ms Wilson had lied
about her age, name and childhood. Judge
Dixon ruled that Ms Wilson’s reputation was
“damaged in a manner that affected her
marketability in a huge worldwide audience.”
In June this year a jury ruled that articles
published by Bauer Media in four of its
publications, Woman’s Day, Woman’s Weekly,
New Weekly and OK Magazine, contained
content that maliciously defamed Ms Wilson.
In a 133-page decision, Judge Dixon said
articles portrayed Ms Wilson as a ‘serial liar
who had fabricated almost every aspect of
her backstory’. Judge Dixon added: “Bauer
Media knew the imputations they conveyed
were false, but they proceeded to publish
nonetheless… it did not care whether the
plaintiff suffered reputational damage as it
pursued its own corporate interests.”
In a statement Adrian Goss, general
counsel for Bauer Media, said: “It’s important
for us to revisit this unprecedented decision
on the quantum of damages, which also has
broad implications for the media industry.”
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Belgium: New Rules for Broadcasting Market
By Bastiaan Bruyndonckx, Lydian

News
Preeminent US
media law firms
combine forces

Sky Media enhances audience
reach with the acquisition of
sales house Ethnic Media Sales
Sky Media has acquired Ethnic Media
Sales, a specialist sales house that represents
more than 20 ethnic television channels, in a
deal that will strengthen audience reach.
The agreement gives Sky Media extended
reach among multi-cultural audiences and
access to an extensive portfolio that includes
over 3.3 million viewers each month.
John Litster, Managing Director at Sky
Media, said: “The ethnic television market has
huge potential in the UK but has been underrepresented in many media plans.”
He continued: “EMS has done a fantastic
job in growing their business and helping
advertisers reach this important audience.

“We’ve always recognised the opportunity
inherent in the ethnic market and this deal is
a fantastic opportunity to further build scale
and reach in this area, complementing Sky
Media’s existing portfolio of channels.”
The deal will allow Sky Media, the
advertising sales arm of Sky, to consolidate
ethnic channels which are traditionally
under-represented in media plans.
John De Napoli, Managing Director of EMS
commented: “We’re pleased that EMS has
played a major part in the growth of ethnic
media sector in the UK. Today’s deal points
to the importance of this audience for both
advertisers and channel owners.”

Media Law International to launch LPGs
The LPGs will be distributed to
media houses and to media practices of law
firms worldwide. As an essential reference
resource, the guide will also act as a specialist
marketing tool, allowing firms and lawyers
practicing media law to connect with target
clients in their jurisdiction and internationally.
Each contributing firm will have the
exclusive rights to cover their jurisdiction
and in some cases will be representing wider

geographic regions. Contributing firms
are able to demonstrate their knowledge,
authority, experience and dedication to their
practice. Each chapter will act as a useful
tool for in-house and private practice firms
to use when engaging outside counsel in
media matters across a broad range of media
industry segments.
Mina Kouchih, Business Development
Manager at MLI, said: “Contributing a legal
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Preeminent First Amendment and media
law boutique firm Levine Sullivan Koch &
Schulz (LSKS) has merged with Philadelphiabased law firm Ballard Spahr, in a deal that
creates a powerhouse combination.
All 25 of LSKS’ lawyers, including its
four name partners Lee Levine, Michael
D. Sullivan, Elizabeth C. Koch and David A.
Schulz, join Ballard Spahr, which has offices in
Washington D.C., New York and Denver.
Under the terms of the deal, which took
effect on 01 October, firms will operate under
the name Ballard Spahr. With decades of
experience, lawyers assist some of the largest
clients in media sectors worldwide including
news, entertainment, sports and publishing.
Mark Stewart, Chair at Ballard Spahr, said:
“We have made one outstanding addition
after another to our Media and Entertainment
Law Group—including Practice Leaders David
Bodney and Chuck Tobin, who are recognized
as among the very best in the business.”
He added: “With the arrival of LSKS, we will
have one of the largest practices of its kind
in the country. The LSKS lawyers are terrific
people whose dedication to this critically
important work mirrors ours. It is an exciting
development for both firms.”
Jay Ward Brown, LSKS Managing Partner,
said: “We are more committed than ever to
providing our clients with the strongest, most
comprehensive representation possible.”
He added: “We saw that same commitment
in Ballard Spahr, and we knew that Ballard
would support and strengthen our work.”

continued from page 1
article is one of the best ways for practitioners
to display their firm’s knowledge and
authority. Potential clients rely on articles by
legal experts to help them decide which firm
can best meet their business needs.”
She added: “The LPGs are a new and
valuable resource for media companies and
lawyers making business referrals in other
jurisdictions. The guides will be distributed in
print to media clients around the world”.
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Regulators publish draft decision
on further market governance
Bastiaan Bruyndonckx

Media and telecoms regulators plan public
consultation to evaluate need for regulation
Cable resale has been regulated in
Belgiumsince July 2011. This has enabled
alternative providers to develop their own
offering of television or broadband internet
combined with television, using the network of
the cable operator.
After a lengthy market analysis, the Belgian
telecom and media regulators have now
published a new draft decision with respect to
the broadband and broadcasting market, with
a view to obtaining feedback through a public
consultation.
Remarkably, at the level of the wholesale fixed
broadband market, the regulators distinguish
between the market forcentral access to the
copper (and fibre) network of Proximus, on the
one hand, and the market forcentral access to
the coax cable network of Telenet and VOO, on
the other hand. According to the regulators, the
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distinction between both technologies is due
to the use of different protocols, which would
lead to the absence of substitutability. On the
demand side, the migration between products
using different types of technology generates
considerable costs and delays. On the supply side,
the provider of a wholesale access to broadband
using a particular type of technology would not
be able to adapt his means of production without
facing considerable costs and delays. Within the
copper network wholesale market, the regulators
find that Proximus has Significant Market Power
(SMP), while within the cable network market,
Telenet and VOO are considered having SMP.
Based upon the results of the market analysis,
the Belgian telecom and media regulators are
proposing further regulation of the broadband
and broadcasting market.First and foremost,
the obligation upon the Proximus and the cable

operators to offer third operators wholesale
access to their respective (copper and cable)
networks is maintained, with some adjustments
such as the ability for alternative operators to
perform installations and repairs at customers’
sites and a new Service Level Agreement which
takes into account the needs of small and
medium sized enterprises. Cable operators will
additionally have to provide broadband access
separately from broadcasting access and access
to the Europacketcable, a protocol used to
provide telephony services. As far as Proximus
is concerned, the access obligations will be
extended to also cover the fibre network that is
being rolled out and that is destined to eventually
replace the copper pair network. Various options
are being considered at this point.
In order to ensure an adequate access and
performance quality level that are similar to
those from which the SMP operators benefit,
the regulators are also proposing to impose a
number of non-discrimination obligations, such
as Chinese Walls between the wholesale and the
commercial departments of the SMP operators
and the freedom for alternative operators to use
the terminal equipment of their choice.
As far as pricing is concerned, the regulators
are proposing a cost orientation obligation for
the local and access services over the copper
network (Proximus) and for ancillary services (e.g.,
collocation and installation fees) and an obligation
to apply fair tariffs (cost plus a reasonable margin)
for the other wholesale services (fibre and cable).
Both Proximus and Telenet have already
criticised the proposed new rules. Cable Europe,
an association of cable operators, has also voiced
its concerns.
The fear exists that, instead of stimulating
competition and the further development of
the telecom market, the new rules will act as a
disincentive for operators to invest further in the
expansion and modernisation of their networks.
Operators would be reluctant to invest in their
networks in the knowledge that the competition
will be able to use that same network.

bastiaan.bruyndonckx@lydian.be
+32 2 787 90 93
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Ladas & Parry: Tech Evolution in Media Industry
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Also, there is a risk that another party may have adopted and registered
the same or similar trademark for the updated goods/services, which could
potentially block the new application from proceeding to registration.
Apart from potential issues with a new application, the lapse of the
original registration is the loss of an asset, which may impact the
company’s valuation and which may have been specifically referenced in
important transactions, including licenses, mergers and acquisitions.
In order to address this issue, the USPTO launched the Technology
Evolution Pilot Program (Program) in September 2015.
The Program allows amendments to a registration’s identification of
goods/services under limited circumstances where due to evolving
technology, the manner or medium by which the content or subject
matter of products or services are provided to customers has changed.
Notably through this Program, Time Inc. was able to amend its 1932
registration for the mark THE MARCH OF TIME, which was originally used in
relation to film newsreels.
In view of changes in how news was/is consumed, Time ultimately
licensed the mark and the corresponding content for online download
and streaming use. It was able to renew the registration in relation to those
updatedgoods and services.
Amendments under the Program may be sought through a petition and
must include a fee paid to the USPTO in the amount of $100.
A petitioner must declare that it is not possible to show use of the mark on
the original goods/services due to evolution in technology, that the mark
is still in use on the goods/services in their evolved form, and without the
amendment, the petitioner would be forced to delete the original goods/
services and lose protection afforded by the registration.
Following a registrant’s petition, the USPTO conducts a search for prior
registrations and applications for the same or a highly similar mark in
relation to the goods/services in their evolved form.
Proposed amendments that are likely to be accepted are published for a
period of thirty days to allow interested third parties to raise objections.
In the absence of objections,the petition is granted and the registration,
renewed. Unlike applications, which are published in the Trademark
Official Gazette, proposed amendments are published on a separate page
of the USPTO website, which is also available to the public.

Matthew D. Asbell Highlights Technology
Evolution in the Media Industry
Supported by Pilot Program Allowing U.S.
Trademark Registrations to be Updated
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Media companies have changed the way they provide their goods and
services to consumers as a result of ongoing evolutions in technology. A
magazine that once distributed print copies may now provide access toits
articles and advertisements online.
Record labels went from reel-to-reel, vinyl and 8-track to audio cassettes
andoptical discs to MP3 files and streaming audio. Film companiesthat
may once have provided celluloid to theaters, later moved to video

cassettes, optical discs, and ultimately MP4 files and online streaming
content. Established media companies provide their goods/services
under various brands that they protect in the United States through U.S.
trademark registrations. Such registrations must be periodically renewed in
order to maintain the benefits they provide.
Part of the renewal process includes the requirement to submit acceptable
evidence of use to the United States Patent and Trademark Office (USPTO).

To date, approximately 150 petitions have been filed for the purposes
of updating the goods and services in registrations due to evolved
technology. Of these, approximately 60 have been granted and 20 have
been published without issuance of a decision as yet.
The number of petitions that have been granted or published illustrates
that trademark owners who seek to update their registrations in view of
changes in technology are moderately likely to succeed.
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However, the number of petitions filed seems low considering that the
Program has been in operation for over two years, suggesting that the
Program is not widely known among trademark owners and practitioners.
The Program allows businesses to maintain their valuable registrations with
minimal additional effort instead of prosecuting a new application, which
may require significant time and effort. Moreover, a trademark owner is
able to retain the original priority date of the registration, which could prove
beneficial in later disputes against third parties.
The registration record maintains both the original claimed dates of first
use and the claimed dates of first use with regard to the evolved goods/
services. However, the Program does not allow for a registration to maintain
itsincontestability status for the goods/services in their evolved form.
petitioner must declare that it will not file, or refile, for incontestability for a
period of at least five years from the date of acceptance of the amendment.
Of course, sometimes changes in technology can be anticipated.
An applicant that looks prospectively may prevent the need to utilize the
Program. Businesses shouldlook ahead to new technologies that may
feasibly be available for their goods/services at the time of filing in order to
prepare applications that will anticipate potential technology evolutions
they expect to adopt.
Specifically, businesses may elect to file U.S. trademark applications based
on their bona fide intent to use the mark in relation to goods/services that
it plans to adoptin future months or years. Of course, some evolutions in
technology are not so easily predicted.
While the Program is a useful way for trademark owners to update their
registrations, it has not yet been adopted as a permanent practice. While
the Program currently does not have an end date, the results of the Program

6 | Media Law International ® e-Zine | September - October 2017

will aid in the determination of whether the USPTO will continue to allow
such amendments in the future.However, those who utilize the Program
need not worry as regardless of the Program’s outcome, amendments to
registrations are permanent.

FOURTH EDITION

Lastly, although the Program has proven advantageous for some trademark
owners, the process is not as quick as some might hope.
Evaluation of applicant petitions can take a significant amount of time,
sometimes several months, to reach a decision and petitioners must often
prompt the USPTO to take action.
However, those familiarwith the Program should strongly consider making
use of its benefits when evolving technology has changed the way goods/
services are provided to consumers.
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Featured Firm: Bär & Karrer

Featured Firm: Preu Bohlig & Partner

"the team regularly advises on
broadcasting agreements and
licence distribution agreements
representing individual athletes,
sports clubs and federations"
Media Law International 2015
“An excellent law firm with outstanding client service ...”
Chambers Europe, 2014

Excellent solutions in
media and entertainment law

Awarded "Switzerland Law Firm of the Year 2015"
by The Lawyer and by IFLR

Preu Bohlig & Partner advises companies and individuals in the
media and entertainment business. Our clients are record labels,
producers, talents, but also agencies, associations and individual
artists. Besides transactional support and deal negotiation we
are involved in litigation when it comes to defending our clients‘
reputation in defamation and libel cases.
The firm gains recognition for its work in reputation management
and crisis communication matters. Further, our international
professional and legal network allows us to assist clients in crossborder situations.

Ranked Tier 1 by Media Law International

Berlin
Grolmanstraße 36
10623 Berlin
berlin@preubohlig.de
Düsseldorf
Georg-Glock-Straße 14
40474 Duesseldorf
duesseldorf@preubohlig.de

Contact: Michele Bernasconi,
Head of the Media Team

Hamburg
Tesdorpfstraße 8
20148 Hamburg
hamburg@preubohlig.de

www.baerkarrer.ch, T +41 58 261 50 00

Contact:
Dr. Oliver Scherenberg / Hamburg office
Email: ols@preubohlig.de
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